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FED. TRADE COMM. V. MAISEL TRADING POST 


FepERAL TRADE Commission v. Maiset Trapine Post, Inc. 
(134 [F. 2d] 768) 


United States Circuit Court of Appeals, Tenth Circuit 
July 21, 1936 


Trape-Marks AND Unrair CompetTiITion—“INDIAN” ON JEWELRY—FEDERAL 
Trapve ComMISsION. 

In an appeal from an order of the Federal Trade Commission requir- 
ing defendant to “cease” and “desist” from the use of the word “Indian” 
on jewelry not to a substantial extent made by Indian workmen, held 
that the words “press cut and domed blanks” appearing on the articles so 
made sufficiently showed that a machine was used in making the 
jewelry, in accordance with the Commission’s orders. The motion for 
the interpretation of the final order was, accordingly, denied. 
Application by the Federal Trade Commission for the enforce- 

ment of an order of the Commission directing the Maisel Trading 
Post, Inc., to desist from certain unfair methods of competition. 
The Federal Trade Commission’s order was modified and affirmed 
and on rehearing the former opinion was modified. On motion of 
petitioner and amici curi@ for interpretation of final order. Motion 


denied. For the decision below, see 25 T.-M. Rep. 490. 


Eugene W. Burr, of Washington, D. C., William T. Kelley, 
Chief Counsel, and Martin A. Morrison, Assistant Chief 
Counsel, both of Washington, D. C., Harry W. Blair, As- 
sistant Attorney General, Charles E. Collett, Attorney, of 
Washington, D. C., and William C. Lewis, United States 
Attorney, of Oklahoma City, Okla., for petitioner. 

John F. Sims and Donald M. Bushnell, both of Albuquerque, 
N. M., for respondent. 


Before Lewis and McDermott, Circuit Judges, and Kennepy, 
District Judge. 


Kennepy, D. J.: This proceeding was originally instituted to 
enforce an order of the Federal Trade Commission, with a finding 
that the respondent while engaged in interstate commerce misled 
the public in connection with the sale of Indian jewelry. The con- 
troversy revolved around the use of the terms “Indian” and “In- 
dian-made.”” Upon the original hearing the court confirmed the 
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order of the Commission with modifications, which detailed specifi- 
cally the permissive use of the terms. (C. C. A.) 77 F. (2) 246. 
Subsequently the petitioner applied for a rehearing upon the ground 
that the modified order was too complex to be followed without 
great difficulty, and that the order covered processes which were not 
involved in the controversy, in which contention the respondent 
seemed to concur. Thereupon, this court modified the substantive 
features of the orders so as to read as follows (79 F. (2d) 127): 


It is now ordered that respondent, its agents, representatives, and em- 
ployees, shall cease and desist from designating, describing, or offering any 
of its silver jewelry products for sale in interstate commerce as “Indian” 
or “Indian-made” jewelry, where in substantial part machinery (other than 
hand tools, or non-mechanical equipment, or buffing wheels for polishing) 
shall be substituted for hand hammering, shaping, or ornamenting the same, 
unless the label, stamp, catalogue, or advertising shall clearly, expressly, 
and legibly state the method of such manufacture in immediate context with 
the descriptive terms. 

The modified order seemed to generally meet the approval of 
both parties, but the petitioner and amici curie now by motion com- 
plain of the interpretation of such order on the part of the respon- 
dent, in that its advertising and literature is not sufficiently explicit 
to advise the public of its operations in the manufacture of jewelry 
as Indian made. As no appeal was taken from the last modified 
order, it has become final. The motion of the petitioner and the 
answer of the respondent thereto contain copious examples of the 
respondent’s advertisement in connection with its attempt to comply 
with the order and these are generally in accord, so that the dispute 
narrows down to a proposition of determining whether or not this 
advertising is in substantial compliance with the order. 

The gravamen of the charge of the petitioner may be exemplified 
by the samples exhibited. A small pamphlet described in detail 
the manner in which the jewelry offered for sale by the respondent 
is fashioned, in which it is stated that the manufacture of the jew- 
elry from silver dollars has been dispensed with and ordinary coin 
silver reduced to 900 fine is prepared for the handwork of shaping, 
decorating, and finishing by being rolled by an Indian to reduce it 
to a sheet of the desired thickness, the Indian then by using a press 
cuts out the blank silver in the general shape of the article to be 
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made, in which condition it reaches the work bench where the 
Indian smith hand hammers, files, shapes, decorates, and polishes it 
by hand as the finished product. Other statements further explain 
in detail the method of manufacture of certain types of jewelry, 
expressly setting forth certain articles in which parts are purchased 
and not made by the Indians in connection with the manufacturing 
process. No particular complaint is made of this feature of the 
advertising, nor can there justly be, because it evidences the good 
faith of respondent in meticulous form. The suggestion of the 
petitioner in this respect is, however, that these pamphlets are not 
attached to the specific articles of jewelry exhibited for sale, and 
the real purpose and intent must be gathered from the specimens 
attached to the individual articles. In this respect all these speci- 
mens carry substantially the same purport, except as they may be 
applied to different articles manufactured in a different way. One 
example will suffice: 

Guaranteed Indian-Made from 900 Fine sheet and wire, Coin Silver and 
Turquoise; press cut and domed blanks; filed, decorated, shaped and 
finished entirely by hand. 

The exact point contended for by the petitioner is, that the term 
“press cut and domed blanks’’ does not suggest to the purchasing 
public the use of machinery. With this contention we cannot agree. 
The theory of the petitioner’s whole case is, that with those of the 
public interested in the purchase of Indian-made jewelry, the 
fashioning in the first instance of the silver is a process of hand 
hammering, and therefore the public is entitled to know when this 
hand hammering is dispensed with and the use of machinery sub- 
stituted therefor. This theory was approved and confirmed by this 
court. But the petitioner now says that the public interested in the 
purchase of Indian jewelry will not be advised that the term press 
cut necessarily involves the use of a pressing machine. We cannot 
believe that those so discerning in the art of Indian jewelry making 
would be so ignorant in their understanding of ordinary English 
language. Furthermore, it will be noted that the ingredients and 
the processes of manufacture of the articles are distinctly separated 


by semicolons, and each phrase thereby expresses a separate and 
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distinct element. As for example, the use of a press is distinctly 
cut off from what is indicated as being done in the manufacture by 
hand, and therefore it clearly appears that the press is substituted 
for hand hammering. There ought to be no confusion in the minds 
of the public in such a description of the method of manufacture. 
We see no merit in the petitioner’s motion. It will therefore be 
overruled and denied, with costs assessed against the petitioner. 


Motor IMprRovEMENTS, Inc. v. A. C. Spark PituG Company 
United States Circuit Court of Appeals, Sixth Circuit 


December 9, 1935 


Unrair ComMPpEeTITION—DEFINITION. 


The palming off of one’s goods as those of another is not the sole test 
of unfair competition. 


Unraim Competirion—Use or Srmirar Non-Funcrionay Features. “Puro- 
LATOR ON AvTromoBILE Ort FILTers. 

After a court decision holding defendant’s device on infringement of 
plaintiff's patent, defendant changed the internal structure of same but 
retained its shape, color, marking, and appearance, and sold such changed 
device as being the same as the earlier infringing one. Held unfair com- 
petition, and the sale of the device was enjoined, except under represen- 
tations plainly showing that it was not the same, but wholly different, 


from the former infringing device. 

Clark & Henry, Hornblower, Miller, Miller & Boston, and 
Kenyon & Kenyon, all of New York City, for appellant. 

Milburn & Semmes, of Washington, D. C., and Zane, Morse & 
Norman, and Cooper, Kerr & Dunham, all of New York 
City, for appellee. 


Before Moorman, Hicks and A.ueEn, Circuit Judges. 


Moorman, C. J.: The appellant, a Delaware corporation, is an 
exclusive licensee under the Sweetland patents Nos. 1,594,334 and 
1,594,385 for oil filters for automobiles. It manufactures the filters 
covered by the patents, labels them “Purolator,” and sells them to 
manufacturers and users of automobiles. The appellee, a Michigan 
corporation, is a subsidiary of the General Motors Corporation. In 
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June of 1925 the latter corporation adopted the Sweetland filter as 
standard equipment for the Cadillac, Buick and Oakland automobiles 

which it manufactures. Between that date and November of 1926 

it bought about 300,000 of appellant’s filters. In the fall of 1926 

the appellee began manufacturing a filter known as the “A C Filter,” 

and thereafter the General Motors Corporation equipped its cars 

with the appellee’s “A C Filter.” The appellant, conceiving that 

the filter was an infringement of its patent rights, brought suit 

therefor against the General Motors Corporation and the appellee, 

and obtained a decree adjudging the patents valid and enjoining 
the defendants from making and selling the “A C Filter” therein 
found to infringe. Motor Improvements v. General Motors Corpo- 
ration, 49 Fed. (2d) 543 [9 U.S. P. Q. 360]. During the infring- 
ing period the appellee sold about 8,000,000 of its infringing filters. 
After the issuance of the injunction it changed the internal con- 
struction of its device without changing its shape, color, marking 
or appearance, and thereafter sold the changed device on representa- 
tions that it was the same as the earlier infringing one. Alleging 
that this practice constituted unfair competition, the appellant 
brought this action to enjoin appellee from representing the device 
to the public as being the same as the earlier infringing device and 
for damages which it had sustained as the result of such unfair 
representations. The answer raised the question of the sufficiency 
of the averments of the bill to constitute a valid cause of action in 
equity. This defense was heard under Equity Rule 29. On the 
hearing the court interpreted the bill as asserting a right to the 
relief sought upon the theory that the appellee was falsely repre- 
senting to the public that its filter was equal in quality and efficiency 
to the filter of the appellant, and being of opinion that such repre- 
sentation, in the absence of a showing that the appellee’s filter was 
palmed off on the public as the appellant’s, did not constitute unfair 
competition, dismissed the bill. 

The bill alleges that the appellant has built up a large and 
profitable business in the manufacture and sale of its filters, that 
there was no other competing filter in the automobile field within 
the price range of its filter until appellee began to make its infring- 
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ing filter, that appellee built up a large business for its infringing 
filter prior to the issuance of the injunction in the infringement 
suit, that it built up its business for the filter solely because the 
public associated the filter with the appellant’s filter as effective 
for oil filtration, and that after the appellee was enjoined from 
making and selling its infringing filter it began the manufacture 
and sale of a spurious filter that would not filter at all and, in viola 
tion of appellant’s rights, is now making and selling the spurious 
filter under marks indistinguishable from the infringing “A C 
Filter,” representing it to be interchangeable with the infringing 
“A C Filter” and also with the appellant’s filter, and leading the 
public to believe that the spurious filter is substantially the same 
as its earlier infringing filter. 

The appellee contends that since the bill does not allege that 
it is passing off its filter on the public as the filter of appellant, 
there is no showing of an invasion of a property right or the good- 
will of appellant and therefore nothing stated that would justify a 
court of equity in enjoining its methods of sale as unfair competition. 
It says that the most that the bill alleges is that it is deceiving the 
public by representations as to the quality and effectiveness of its 
filter, and the doing of that, in the absence of an allegation of the 
palming off of its filter as the appellant’s, is not enough to support 
an equitable action for unfair competition. We agree as to the 
deception imposed upon the public, but we cannot agree that the 
palming off by one competitor of his goods as those of another is 
the sole test of unfair competition. While it is a common method 
of practicing such competition and, when indulged in, is held to be 
the essence of the wrong [Turner & Seymour Mfg. Co. v. A. & J. 
Mfg. Co., 20 Fed. (2d) 298 [17 T.-M. Rep. 311]; Ely Norris Safe 
Co. v. Mosler, 62 Fed. (2d) 524; Krem v. R. G. Miller & Sons, 
68 Fed. (2d) 872], it is not the sole method, certainly not the sole 
ground for equitable intervention to enjoin injury to a competitor's 
rights [ Art. 9-a, Nims on Unfair Competition (3rd Ed.) (1929) ], 
and we do not view American Washboard Co. v. Saginaw Mfg. Co., 
103 Fed. 281 (6 C. C. A.), as holding that it is. The obvious 
result of passing off goods for and as those of a competitor is injury 
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to the competitor and fraud upon the public. In such cases a court 
of equity will intervene to prevent a recurrence of the wrongs, and 
in order effectively to do so will stop the productive practice. That 
it will enjoin the bringing about of the same wrongful results by 
other means or practices is exemplified in International News 
Service v. Associated Press, 248 U. S. 215, and Vogue Co. v. 
Thompson-Hudson Co., 300 Fed. 509 (6 C. C. A.). In the first 
of these cases a competing news service appropriated, before pub- 
lication by the plaintiff, news which the plaintiff had gathered for 
its exclusive use; in the second the defendants used upon ladies’ 
hats the name “Vogue,” copyrighted as a magazine name. It was 
held in both cases that there was unfair competition, and that as 
injury to the plaintiff and fraud upon the public were present, 
nothing else, as said in the )’ogue case, was needed to invoke equity. 

The appellant can have no legal objection to the appellee's 
falsely representing its present filter to the public as superior to 
other filters or as having meritorious features which the appellee 
lawfully could but does not incorporate into it. That is not what 
it is doing. It represents the filter as being the same as its infring- 
ing filter, the sale of which would be an infringement of appellant’s 
rights. This representation is untrue. The appellant has the 
exclusive right to make and sell all equivalents of its filters. That 
has been adjudged. ‘The appellee trespassed upon that right for 
many months by selling an infringing device, and now that it can 
no longer do so, it is selling a spurious device upon the reputation 
and good-will which it wrongfully built up for the infringing one. 
Deception of the public and injury to the appellant are quite as 
definite and certain as they would be had the appellee continued to 
sell the infringing article. In such situation equity should look 
through the subterfuge to realities and enjoin the sale of the appel- 
lee’s filter except under markings and representations plainly show- 
ing that it is not the same as, but is wholly different from the 
infringing device. 


The cause is remanded with directions to grant such an injunc- 


tion, and for a decree in damages in an amount to be determined 
by the court on a hearing of proofs thereon. 
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Pick MANUFACTURING CompPpANy, CarL Pick and STanparD Prop- 
ucTs MANUFACTURING CoMPANY Vv. GENERAL Morors 
CoRPORATION 


United States Circuit Court of Appeals, Seventh Circuit 


December 18, 1935 


Trape-Marks—INFRINGEMENT—Priork ApdJUDICATION—INJUNCTION. 

Where appellant Carl Pick, who in an earlier litigation had been en- 
joined from making and selling automobile hub-caps simulating appel- 
lee’s trade-mark “B” and symbol, said injunction extending also against 
appellant Standard Products Manufacturing Company, subsequently 
transferred the assets of the latter company to appellant Pick Manufac- 
turing Company, of which the said Carl Pick was controlling owner, such 
transfer held to have been made fraudulently and for the sole purpose 
of evading the consent decree. The decree of the lower court was, 
accordingly, affirmed. 


In equity. Action for trade-mark infringement. From a deci- 
sion of the United States District Court, Eastern District of Wiscon- 
sin, in a consent decree, defendants appeal. Affirmed. 


Carl B. Rix, of Detroit, Mich., for appellants. 
Thomas Francis Howe and Henry S. Rademacher, of Chicago, 
Ill., for appellee. 


Before Sparks and AtscHuter, Circuit Judges, and Linp.ey, 
District Judge. 


AscHuLer, C. J.: Appellee sued to restrain appellants from 
making and selling automobile hub caps which have reproduced 
thereon certain trade-marks of appellee, and to restrain appellants 
from committing acts of unfair competition toward appellee in 
making and selling automobile hub caps which simulate the designs 
which appellee had long before employed and was using upon the 
hub caps of automobiles of its manufacture. 

Respecting the trade-marks, appellants contend, in brief, that 
appellee’s use of them upon the hub caps of its automobiles was 
not for the purpose of indicating origin of the product, but for the 
purpose of ornamentation; that such use of a trade-mark is an 
abandonment of it to that extent; and that such parts as hub caps, 
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whieh are part of an automobile specially subject to destruction in 
use, may lawfully be simulated in design and supplied by others 

as a repair or replacement part without thereby trespassing upon 

the rights of the maker of the automobile. Upon each of these 

propositions the District Court found for appellee and entered a 

decree accordingly, restraining appellants as in the bill of complaint 

prayed. 

At the outset another proposition confronts us, predicated upon 
these facts: On May 8, 1928, this appellee, as plaintiff, filed in the 
same District Court its bill of complaint against Standard Products 
Manufacturing Company, one of appellants herein, and Metal 
Stamping Corporation, alleging like infringement by those defend- 
ants of the same trade-marks of appellee, as applied to like hub 
caps as here; and charging like unfair competition in the defend- 
ants’ manufacture and sale of like hub caps, which simulated by 
the hub cap designs of the plaintiff as long theretofore used by it 
upon like automobiles of its manufacture. Upon plaintiff’s applica- 
tion an interlocutory injunction was granted, restraining the defend- 
ants from placing on hub caps which they made or sold the plain- 
tiff’s trade-marks, and from simulating the plaintiff's hub cap 
designs. Upon appeal from the interlocutory injunction, this court 
affirmed the action of the District Court in granting the interlocu- 
tory injunction. Metal Stamping Corp., et al. v. General Motors 
Corp., 38 F, (2d) 411 [2 U.S. P. Q. 100). 

Some time thereafter the parties agreed upon the terms of a 
final decree, which was by their consent duly approved and entered 
by the court, awarding the plaintiff a permanent injunction restrain- 
ing the defendants from infringement of plaintiff's trade-marks, 
and from further making or selling hub caps simulating in design 
hub caps manufactured or supplied by the plaintiff for its automo- 
biles, originally and for replacement. 

In its bill of complaint in the instant case it was charged that 
after the entry of that consent decree appellant Pick, who practi- 
cally owned and controlled Standard Products Manufacturing Com- 
pany, against which the first decree had been entered, caused the 
assets of that corporation to be transferred to appellant Pick 
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Manufacturing Company, of which said Pick, owning most of its 
stock, was likewise in domination and complete control to like 
intent and purpose as if he and not the corporation were the owner; 
that such transfer was made for the purpose of fraudulently evad- 
ing the operation of the consent decree; and that because thereof 
the said Pick and Pick Manufacturing Company, appellants herein, 
became and were and are bound and concluded by said consent 
decree which had been so entered in the former case. 

Upon the issue made by this allegation and its denial, the 
District Court, which heard the evidence, made the following find- 
ings of fact: 


7. That defendant, Carl Pick, as president, and owner of a majority of 
its stock, managed the business of Standard Products Company, that at that 
time Carl Pick was President and generally managed Pick Manufacturing 
Company; that he still bears the same official relationship and is tlhe owner 
of a majority of its stock; that he caused the assets and good-will of Stand- 
ard Products Manufacturing Company to be transferred to Pick Manu- 
facturing Company; that he personally, and as President and Manager of 
Standard Products Manufacturing Company, filed an answer in contempt 
proceedings which were started in Equity Suit No. 2285, and personally took 
part in the negotiations for the form and substance of the consent decree; 
that he understood that the term, “letters,” was intended to and did cover 
plaintiff's symbol and trade-mark, “B,” on its genuine Buick hub caps. 

8. That the defendants, Pick Manufacturing Company, a corporation, 
and Carl Pick, with full knowledge of plaintiff's claims and rights, fraudu- 
lently and with the intent to deceive the public, and thereby to obtain the 
trade of those who would otherwise purchase plaintiff’s hub caps, and with 


intent to obtain the benefit of plaintiff’s advertising, ... did... market 
and sell, or cause to be manufactured, marketed and sold, . . . spurious hub 
caps bearing plaintiff’s symbols, designs and trade marks for its . . . auto- 
mobiles .... 


The findings are fully supported by the evidence. Indeed, upon 
the record the court might properly have gone further. In a sworn 
answer to a petition for his citation for contempt in the first cause, 
Pick stated that he was the “owner of all of the capital stock” of 
Standard Products Manufacturing Company “except qualifying 
shares.” In his answer in the instant suit it is set forth that he 
is president of Pick Manufacturing Company and owns a majority 
of its capital stock. On cross-examination he testified that he was 
in charge of the Pick Company, and admitted that his brother owns 
at least a portion of the minority stock. 
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It is evident that Pick was all along the dominating, controlling 
and directing factor of the Standard and Pick corporations, as 
well as major stockholder in both. It is he who has directed the 
litigation in both cases, and who negotiated the terms of the final 
decree which was entered in the first case. He suffered the charter 
of the Standard Company to lapse and its corporate existence to be 
ibandoned. This, with the transfer of its assets to the Pick con- 
cern, which continued to carry on the same business and to make 
the same invasions of appellee’s rights as were enjoined by the 
consent decree, was in our judgment a fraudulent procedure de- 
signed to evade the consent decree. In these circumstances we are 
satisfied that the consent decree is binding upon appellants here in 
so far as it has relevancy to matters here in issue which are sub- 
stantially identical with those adjudicated by the decree in the 
former suit. Wyoming v. Colorado, 286 U. S. 494; United States 
\. Moser, 266 U. S. 236, 241; Hart Steel Co. v. Railroad Supply 
Co., 244 U.S. 294; Brill v. Washington Ry. & Elec. Co., 215 U.S. 
526; Kessler v. Eldred, 206, U. S. 285; New Orleans v. Citizens’ 
Bank, 167 U. S. 371; Tait v. Western Maryland Ry. Co., 62 F. 
(2d) 933; Warner v. Tennessee Products Corp., 57 (2d) 642. 
Appellants contend that some of the issues of the instant suit 
were not litigated in the former proceeding. Even if this be so, 
to the extent that the consent decree adjudicated matters which 
were here involved that decree will be binding here; for it is the 
decree, and not the issues, which controls where the second suit is 
upon the same claim or demand, so that any matter which is neces- 
sarily decided by the entry of a given judgment or decree may not 
thereafter be litigated by the same parties. Baltimore S. S. Co. v. 
Phillips, 274 U. S. 316, 319; Virginia-Carolina Chemical Co. v. 
Kirven, 215 U. S. 252; Nashville Ry. Co. v. United States, 113 
U.S. 261; Cromwell v. County of Sac, 94 U. S. 351. In Trozrwell 
v. Delaware, etc., R. Co., 227 U.S. 435 (440), it was stated: 
Where the second suit is upon the same cause of action set up in the first 
suit, an estoppel by judgment arises in respect to every matter offered or 


received in evidence, or which might have been offered, to sustain or defeat 
the claim in controversy; . 














566 TWENTY-SIX TRADE-MARK REPORTER 


A consent decree, which is accepted by the parties themselves 
as a determination of the controversy and sanctioned by the court, 
has at least the same force and effect as judgments rendered 
judicially upon contest or trial. McGowan v. Parish, 237 U. S. 
285; Harding v. Harding, 198 U. S. 317; United States v. Parker, 
120 U. S. 89; O’Cedar Corp. v. F. W. Woolworth Co., 66 F. (2d) 
363; Warner v. Tennessee Products Corp., 57 F. (2d) 642; Woods 
Bros. Const. Co. v. Yankton County, 54 F. (2d) 304; Rector v. 
Suncrest Lumber Co., 52 F. (2d) 946; Utah Power & Light Co. v. 
United States, 42 F. (2d) 304. 

Comparing the two decrees, we are satisfied that the decree 
assailed by this appeal adjudicates the same matters, and none 
others, as those determined in and by the consent decree in the 
former suit. 


Upon the sole ground that the decree here in issue adjudicated 


only matters which were in all essential respects adjudicated in 
and by the consent decree which had been entered in the prior suit, 
both dealing with substantially the same subject matters in con- 
troversy, between parties identical in interest as well as in participa- 
tion, the decree of the District Court is hereby affirmed. 





Correct PrintinG Co., Inc. v. Ramapo River Printine Company, 
Inc., Automatic Sates Propucers, INc., Samuey L. UNaer, 
Heten UnGer, Louis SCHUMACHER and GEORGE 
H. Secraaae 


United States District Court, Southern District of New York 
May 1, 1936 


Trape-Mark InNFRINGEMENT—‘AvTomatTic” For Return Postrcarp Fouper 
VALIDITY. 

The word “Automatic” used as a trade-mark for a return post card 
folder of original design held valid, inasmuch as it is suggestive, rather 
than descriptive of the goods. 

Unram CompetiTtion—UseE or Simmiar Non-FuncrTionat FEaAtures. 

The use by defendant, Automatic Sales Producers Inc. of a post card 
folder closely resembling in shape, dimensions, and features the folder put 
out by the plaintiff, held unfair competition, especially as the elements 
imitated were non-functional. 
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Unram CompetTit1ion—Use or Deceptive ADVERTISING. 

The use by defendant Automatic Sales Producers Inc., in its adver- 
tising of statements that its folder was patented and that all who used a 
similar folder would be prosecuted held a palpable fraud, inasmuch as 
no patent on the folder existed. 

Unrairr ComMPEeTITION—SvuitTs-—DeEFense or “UNcLEAN Hanns.” 

The fact that plaintiff once or twice in 1931 wrongly referred to its 
folder as “patented” held not sufficient to make applicable the doctrine of 
“unclean hands,” as said doctrine is applied to the situation existing at 
the time the suit was brought in 1934. 


In equity. Action for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Harry Price, of New York City, for plaintiff. 
Maxwell N. Rudaw, of New York City, for defendants Auto- 
matic Sales Producers, Inc., Samuel L. Unger and Helen 


Unger. 


Patterson, D. J.: The Correct Printing Company case is one 
for infringement of registered trade-mark. The Hayes suit is for 
unfair competition, Hayes being a dealer in Massachusetts who 
handled the Correct Printing Company product. Jurisdiction in 
the latter suit is based on diversity of citizenship. The two cases 


were commenced at the same time and were tried together. A 


preliminary injunction was given to the plaintiff in both cases by 
Judge Coxe. 9 Fed. Supp. 164. 


The Correct Printing Company introduced a return post card 
folder in 1981, calling it “Automatic Post Card Folder.” Folders 
of the general type have long been used for advertising purposes. 
They are made to be mailed and carry a detachable card which the 
addressee may detach and mail back to the advertiser. The folder 
put out by the Correct Printing Company was different in size and 
shape from any that had preceded it. A substantial business was 
developed. In 1938 it registered the trade-mark “Automatic” as 
applied to the folder, having used the word as a trade-mark since 
1931. It also registered as a trade-mark a small outline of the 
folder itself. Hayes handled the product in the New England 


territory and made a number of sales. 
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In 1933 the defendant Samuel Unger organized a corporation, 
Automatic Sales Producers, Inc. The corporation promptly put on 
the market a folder of precisely the same shape, dimensions and 
features as the “Automatic” folder. Although Unger claims that 
the identity was a sheer coincidence, I am convinced from the testi- 
mony of Ritterband, a witness for the plaintiffs, that Ritterband 
had called the Correct Company’s folder to Unger’s notice a short 
time before Unger entered the field and that Unger copied the 
Correct Company’s folder deliberately. Automatic Sales Producers, 
Inc., then commenced to circularize the trade, to the effect that 
its folder was patented and that all who used any similar folder 
would be prosecuted. The tone of the circular was offensive, 
truculent and designed to frighten rather than to warn. The so- 
called patent protection came from a patent that had expired many 
vears before and from a patent that obviously had no bearing. An 
appearance of reality was given to the threat, however, by printing 
in the circular an “actual photograph” of a hand holding letters 
patent opened so as to display the page of drawings in the patent. 
One of the drawings was of a folder exactly like that made by the 
Correct Company and by Automatic Sales Producers. The patent 
so photographed was one granted to Unger and did not even purport 
to cover such a folder. The average reader, however, would be 
impressed by the drawing and would have no way of knowing that 
the patent claims were foreign to a folder of this sort. Such com- 
petition had a serious effect on the business of the Correct Company 
and of Hayes. 

First, as to infringement of the trade-marks, raised in the Cor 
rect Company suit. The trade-mark “Automatic” is valid as applied 
to a folder like this one. It is suggestive, not descriptive. The 
folder has no features that are “automatic,” “self-acting.’” In- 
fringement of the mark by Automatic Sales Producers and Unger 
was clearly shown. The other trade-mark, that of the miniature 
outline of the folder, is invalid. It is a device descriptive of the 
shape and form of the article on which it is used and cannot be 
appropriated as a trade-mark. Goodyear Tire & Rubber Co. v. 
Robertson, 25 Fed. (2d) 888 (C. C. A. 4 [18 T.-M. Rep. 270]; 
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Jantzen Knitting Mills v. West Coast Knitting Mills, 46 Fed. (2d) 
182 (C. C. P. A.) [21 T.-M. Rep. 196]; In re Pierce Arrow Motor 
Car Co., 55 Fed. (2d) 484 (C. C. P. A.) [22 T.-M. Rep. 107]. 
The vice of such a mark is plainly revealed by what happened in 
this case. The Correct Company seems to have been advised by 
counsel and to have believed that the registration of the mark gave 
it exclusive right in the shape and design of the article itself, some- 
what as if these features had been patented. The cause of action 
tor infringement of this trade-mark will be dismissed. 

Second, on unfair competition, raised by the Hayes suit. The 
slavish copying of the size, shape and appearance of the Correct 
Company’s folder is an unfair practice, designed to confuse the pub- 
lic on the two products. These elements of the plaintiff's folder are 
non-functional, and their exact copying may be enjoined. Yale & 
Towne Mfg. Co. v. Alder, 154 Fed. 87 (C. C. A. 2); Rushmore v. 
Manhattan Screw & Stamping Works, 163 Fed. 989 (C. C. A. 2). 
The circular in which the defendants claimed patent protection for 
their folder and warned everyone against using any other folder is 
an unfair practice of the most flagrant sort. Emack v. Kane, 34 
Fed. 46 (C. C. Ill.). The defendants knew that they had no patent 
on the folder. They had no intention of carrying out the threat of 
punishing all who dealt with competitors; they knew that they 
had not the power. Judge Coxe characterized such conduct as ‘a 


“e 


palpable fraud” which ‘“‘no amount of legal sophistry can extenuate”’ | 
(9 Fed. Supp. 166), and I heartily concur. 

It is said that the Hayes suit must be dismissed for lack of 
jurisdiction, on the ground that less than $8,000 is involved. It is 
true that Hayes had not developed a large volume of business in 
the Correct Company’s folders. But it does not follow that he was 


not damaged to the extent of $3,000 by the defendant’s ruthless 


tactics. There is sufficient involved to satisfy jurisdictional require- 
ments. 


The defense of “unclean hands” is put forth. The fact that the 
Correct Company once or twice in 1931 referred to its folder as 
“patented” will not serve. The incident is too stale. These suits 
were brought in 19384. The “unclean hands” doctrine is applied to 
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A consent decree, which is accepted by the parties themselves 
as a determination of the controversy and sanctioned by the court, 
has at least the same force and effect as judgments rendered 
judicially upon contest or trial. McGowan v. Parish, 287 U. S. 
285; Harding v. Harding, 198 U. S. 817; United States v. Parker, 
120 U. S. 89; O’Cedar Corp. v. F. W. Woolworth Co., 66 F. (2d) 
363; Warner v. Tennessee Products Corp., 57 F. (2d) 642; Woods 
Bros. Const. Co. v. Yankton County, 54 F. (2d) 304; Rector v. 
Suncrest Lumber Co., 52 F. (2d) 946; Utah Power & Light Co. v. 
United States, 42 F. (2d) 304. 

Comparing the two decrees, we are satisfied that the decree 
assailed by this appeal adjudicates the same matters, and none 
others, as those determined in and by the consent decree in the 
former suit. 

Upon the sole ground that the decree here in issue adjudicated 
only matters which were in all essential respects adjudicated in 
and by the consent decree which had been entered in the prior suit, 
both dealing with substantially the same subject matters in con- 
troversy, between parties identical in interest as well as in participa- 
tion, the decree of the District Court is hereby affirmed. 


Correct Printine Co., Inc. v. Ramaro River Printine Company, 
Inc., Automatic Sates Propucers, INc., Samuet L. UNaeEr, 
HELEN UNGer, Lovis SCHUMACHER and GEORGE 
H. Scraae 


United States District Court, Southern District of New York 
May 1, 1936 


Trave-Mark InNFRINGEMENT—“AvUTOMATIC” FoR RetrurN Posrcarp Fo.tpEr— 
VALIDITY. 

The word “Automatic” used as a trade-mark for a return post card 
folder of original design held valid, inasmuch as it is suggestive, rather 
than descriptive of the goods. 

Unrar Competition—UseE or Simitar Non-Functionat FEatures. 

The use by defendant, Automatic Sales Producers Inc. of a post card 
folder closely resembling in shape, dimensions, and features the folder put 
out by the plaintiff, held unfair competition, especially as the elements 
imitated were non-functional. 
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Uwsxram CompetTition—Use or Deceptive ADVERTISING. 

The use by defendant Automatic Sales Producers Inc., in its adver- 
tising of statements that its folder was patented and that all who used a 
similar folder would be prosecuted held a palpable fraud, inasmuch as 
no patent on the folder existed. 

Unram Competirion—Svuits-—Derense or “UNcLEAN Hanps.” 

The fact that plaintiff once or twice in 1931 wrongly referred to its 
folder as “patented” held not sufficient to make applicable the doctrine of 
“unclean hands,” as said doctrine is applied to the situation existing at 
the time the suit was brought in 1934. 
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In equity. Action for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Harry Price, of New York City, for plaintiff. 
Maxwell N. Rudaw, of New York City, for defendants Auto- 
matic Sales Producers, Inc., Samuel L. Unger and Helen 
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Unger. 


Patrerson, D. J.: The Correct Printing Company case is one 
for infringement of registered trade-mark. The Hayes suit is for 
unfair competition, Hayes being a dealer in Massachusetts who 
handled the Correct Printing Company product. Jurisdiction in 
the latter suit is based on diversity of citizenship. The two cases 
were commenced at the same time and were tried together. A 
preliminary injunction was given to the plaintiff in both cases by 
Judge Coxe. 9 Fed. Supp. 164. 

The Correct Printing Company introduced a return post card 
folder in 1981, calling it “Automatic Post Card Folder.” Folders 
of the general type have long been used for advertising purposes. 


They are made to be mailed and carry a detachable card which the 





addressee may detach and mail back to the advertiser. The folder 
put out by the Correct Printing Company was different in size and 
shape from any that had preceded it. A substantial business was 
developed. In 1988 it registered the trade-mark “Automatic” as 
applied to the folder, having used the word as a trade-mark since 
1931. It also registered as a trade-mark a small outline of the 
folder itself. Hayes handled the product in the New England 


territory and made a number of sales. 
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In 1933 the defendant Samuel Unger organized a corporation, 
Automatic Sales Producers, Inc. The corporation promptly put on 
the market a folder of precisely the same shape, dimensions and 
features as the “Automatic” folder. Although Unger claims that 
the identity was a sheer coincidence, I am convinced from the testi- 
mony of Ritterband, a witness for the plaintiffs, that Ritterband 
had called the Correct Company’s folder to Unger’s notice a short 
time before Unger entered the field and that Unger copied the 
Correct Company’s folder deliberately. Automatic Sales Producers, 
Inc., then commenced to circularize the trade, to the effect that 
its folder was patented and that all who used any similar folder 
would be prosecuted. The tone of the circular was offensive, 
truculent and designed to frighten rather than to warn. The so- 
called patent protection came from a patent that had expired many 
vears before and from a patent that obviously had no bearing. An 
appearance of reality was given to the threat, however, by printing 
in the circular an “actual photograph” of a hand holding letters 
patent opened so as to display the page of drawings in the patent. 
One of the drawings was of a folder exactly like that made by the 
Correct Company and by Automatic Sales Producers. The patent 
so photographed was one granted to Unger and did not even purport 
to cover such a folder. The average reader, however, would be 
impressed by the drawing and would have no way of knowing that 
the patent claims were foreign to a folder of this sort. Such com- 
petition had a serious effect on the business of the Correct Company 
and of Hayes. 

First, as to infringement of the trade-marks, raised in the Cor 
rect Company suit. The trade-mark “Automatic” is valid as applied 
to a folder like this one. It is suggestive, not descriptive. The 
folder has no features that are “automatic,” “self-acting.”’ In- 
fringement of the mark by Automatic Sales Producers and Unger 
was clearly shown. The other trade-mark, that of the miniature 
outline of the folder, is invalid. It is a device descriptive of the 
shape and form of the article on which it is used and cannot be 
appropriated as a trade-mark. Goodyear Tire & Rubber Co. v. 
Robertson, 25 Fed. (2d) 833 (C. C. A. 4 [18 T.-M. Rep. 270]; 
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Jantzen Knitting Mills v. West Coast Knitting Mills, 46 Fed. (2d) 
182 (C. C. P. A.) [21 T.-M. Rep. 196]; In re Pierce Arrow Motor 
Car Co., 55 Fed. (2d) 484 (C. C. P. A.) [22 T.-M. Rep. 107]. 
The vice of such a mark is plainly revealed by what happened in 
this case. The Correct Company seems to have been advised by 
counsel and to have believed that the registration of the mark gave 
it exclusive right in the shape and design of the article itself, some- 
what as if these features had been patented. ‘The cause of action 
tor infringement of this trade-mark will be dismissed. 

Second, on unfair competition, raised by the Hayes suit. The 
slavish copying of the size, shape and appearance of the Correct 
Company’s folder is an unfair practice, designed to confuse the pub- 
lic on the two products. These elements of the plaintiff's folder are 
non-functional, and their exact copying may be enjoined. Yale & 
Towne Mfg. Co. v. Alder, 154 Fed. 87 (C. C. A. 2); Rushmore v. 
Manhattan Screw & Stamping Works, 168 Fed. 989 (C. C. A. 2). 
The circular in which the defendants claimed patent protection for 
their folder and warned everyone against using any other folder is 
an unfair practice of the most flagrant sort. Emack v. Kane, 34 
Fed. 46 (C. C. Ill.). The defendants knew that they had no patent 
on the folder. They had no intention of carrying out the threat of 
punishing all who dealt with competitors; they knew that they 
had not the power. Judge Coxe characterized such conduct as “‘a 
“no amount of legal sophistry can extenuate”’ \ 
(9 Fed. Supp. 166), and I heartily concur. 

It is said that the Hayes suit must be dismissed for lack of 
jurisdiction, on the ground that less than $8,000 is involved. It is 
true that Hayes had not developed a large volume of business in 
the Correct Company’s folders. But it does not follow that he was 
not damaged to the extent of $3,000 by the defendant’s ruthless 
tactics. There is sufficient involved to satisfy jurisdictional require- 
rents. 

The defense of “unclean hands” is put forth. The fact that the 
Correct Company once or twice in 1931 referred to its folder as 
“patented” will not serve. The incident is too stale. These suits 


were brought in 1984. The “unclean hands” doctrine is applied to 
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the situation existing at the time of suit. Coca Cola Co. v. Koke 
Co., 254 U. S. 148 [10 T.-M. Rep. 44]; Recamier Mfg. Co. v. 
Harriet Hubbard Ayer, Inc., 59 Fed. (2d) 802 (D. C. N. Y.) 
[22 T.-M. Rep. 180]. The legend on the Correct Company folder, 
to the effect that shape, design and trade-marks were protected by 
the trade-marks registered in the patent office, comes closer. That 
practice continued down to the time of suit. But while the state- 
ment was certainly not true as to protection of shape and design, 
I cannot say that it was not made honestly. The Correct Company 
may have thought that its trade-mark on the emblem indirectly gave 
it an exclusive right to the shape and design. The case is not one 
for application of the “unclean hands” rule. 

In both suits there will be a decree against Automatic Sales 
Producers, Inc., and Samuel Unger to the extent indicated in this 
opinion. The bills will be dismissed as to Ramapo River Printing 
Company and Helen Unger. The decrees will be settled on notice. 


Wirttiam S. Correy, as Administrator c. t. a., d. b. n., ete., of 
FLorENz ZIEGFELD V. Metro-GoLpwyN-MAyYER Corpora- 
TION and Rosta THEATRES CORPORATION 
(160 N. Y. 186) 

New York Supreme Court, Special Term 


July 6, 1936 


Unrarr Competition —“Z1eGrELD’’—UseE or NAME or Deceasep Propucer. 

In an action brought by the administrator of the estate of Florenz 
Ziegfeld to restrain defendants from the use of the words “The Great 
Ziegfeld” as the title of a motion picture held that no injunction should 
issue, inasmuch as all business good-will possessed by the said “Ziegfeld” 
was of a personal nature and ceased at his death, with the exception of 
the interest and good-will to the name “Ziegfeld Follies” which was 
assigned to his widow. Moreover, to grant the injunction would be to 
cause great loss to defendants without corresponding benefit to plaintiff. 


In equity. Action for unfair competition. Injunction denied. 
Budd & Coffey (Bern Budd, of counsel), of New York City, for 
plaintiff. 


J. Robert Rubin (Samuel D. Cohen, of counsel), of New York 
City, for the defendant Metro-Goldwyn-Mayer Corporation. 
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Parrerson, J.: The plaintiff seeks an injunction pendente lite 
restraining the defendants, their agents and employees, from using 
the name “Ziegfeld” in connection with a certain theatrical produc- 
tion now being exhibited in New York City under the title “The 
Great Ziegfeld,’ and from further using the name “Ziegfeld” in 
connection with any advertising or publicity relative thereto, and 
from using said name in any theatrical venture or business. 

The plaintiff proceeds on the theory that the name “Ziegfeld” 
is an asset and property of the estate of Florenz Ziegfeld, deceased. 
The production in question is a moving picture. It purports to 
depict the life of Ziegfeld through the medium of the screen rather 
than by a book. It is referred to by the parties as a fictionalized 
biography. 

The decedent was the producer, for many years, of a certain 
form of entertainment known as musical revues or musical comedies, 
which had obtained a great vogue, the most popular of which was 
a succession of productions known as the “Ziegfeld Follies.” These 
plays or exhibitions were produced by a corporation or corpora- 
tions, the control of which were probably in the producer, Ziegfeld, 
but the productions were wholly the result of Florenz Ziegfeld’s 
creative ability and artistic sense. His was the genius that gave 
the productions the nation-wide publicity which they enjoyed. 

It appears that decedent never produced a moving picture bear- 
ing the name of “Ziegfeld,” or, for that matter, any picture. His 
productions were all through the medium of the speaking stage. 

Plaintiff contends that he owns the name “Ziegfeld,” and that 
the defendants’ use of the name is in violation of his rights and is 
within the prohibitive practices called generally “unfair competi- 
tion,’ and that “The Great Ziegfeld” is not a biography, but a 
musical revue. The last of these contentions is probably correct. 

The defendants contend, inter alia, that the plaintiff is not the 
administrator of Ziegfeld’s estate, and hence cannot maintain this 
action; that the late Florenz Ziegfeld did not do business under 
his own name, and he was known principally for the “Ziegfeld 


Follies’’: that he was engaged in an occupation requiring personal 
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skill, and, therefore, there was no good-will which attached to his 
name; that he died without leaving a business to which good-will 
could attach, and the law does not permit the sale of good-will 
separate and apart from the business with which it was connected; 
that the plaintiff, having sold to Ziegfeld’s widow all of his right, 
title and interest in the name “Ziegfeld Follies,” and since his name 
was not connected with any other production, plaintiff is estopped 
from maintaining this action. 

As to the first contention of the defendants, I do not think it 
can be disposed of as lightly as the plaintiff treats it in his brief. 

It appears that by a proceeding in the Surrogate’s Court of 
Westchester County a decree was made in May, 1935, judicially 
settling the accounts of the administrator, discharging him as such 
administrator, and canceling his bond. In his accounts nothing is 
said of the name “Ziegfeld” as being an asset of the estate. There- 
after, in April, 1936, obviously for the purpose of bringing this 
action, the administrator moved to amend the decree settling his 
accounts and discharging him by providing that it apply only to 
such matters and things embraced in the accounting. 

The plaintiff's papers in this action were sworn to on April 28, 
1936, but the order amending the decree of May 3, 1935, was not 
signed until May 8, 1936, so that at the time of instituting this 
action the plaintiff was not the administrator of the estate of Florenz 
Ziegfeld, he having been discharged and his bond canceled on 
May 38, 1935. 

Unquestionably the surrogate may open, vacate, modify or set 
aside a decree of the court, but only if there appears fraud, newly 
discovered evidence, clerical error or sufficient cause. Plaintiff did 
not allege any of the four, but in his original accounting proceed- 
ings he did allege that he had accounted for all properties received 


by him and disbursements made by him and that nothing was 


omitted from the accounting. 

It is a serious question whether the surrogate has power to open 
a decree settling the accounts of an administrator, when by such 
decree he was discharged and his bond canceled. 
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It is a serious question whether the decree settling his accounts 


and discharging him did not leave him functus officio. 


None of the decisions cited by plaintiff deals with cases where 
the decree provided for the final discharge of the representative. 

Matter of Seitz (149 Misc. 526) appears to be authority for the 
contention of the defendants. 

As bearing upon the value of the name “Ziegfeld” to his estate, 
it is pertinent to note that the plaintiff, prior to the commencement 
of this action, sold the name “Ziegfeld Follies’ to his widow for 
the sum of $5,000. In other words, he divested himself entirely 
of the name “Ziegfeld Follies” for all purposes for that sum. That 
was after a reference to determine the value of the name “Ziegfeld 
Follies.” The referee found that the monetary value of the name 
was questionable and the estate’s rights to the name could be deter- 
mined only by litigation, which would be protracted and expensive. 
He joined in the recommendation of the plaintiff that Mrs. Ziegfeld’s 
offer of $5,000 in full settlement of the claim to the name ‘‘Ziegfeld 
lollies” be accepted and the surrogate approved the report. 

If there was any good-will in the name “Ziegfeld” it was dis- 
posed of by the sale of the name “Ziegfeld Follies.” 

If the question of competition is involved at all it was in the case 
of the “Ziegfeld Follies.” As said above, Ziegfeld never produced 
a motion picture. He confined his activities to stage productions. 
‘The only part of the name that had any value whatever or unique- 
ness or distinction was the word “Ziegfeld.’””’ The word “Follies” 
alone meant nothing. That is self-evident. 

While the administrator sold only the use of the name “Ziegfeld 
Follies,” specifically retaining the name “Ziegfeld” in all other 
connections, still it is not apparent what good-will or value the word 
“Ziegfeld” had to any one after the estate had sold the use of the 
name “Ziegfeld Follies.” 

Before there can be an injury to good-will it must be shown that 
there is good-will. This, I think, the plaintiff will be unable to 
prove, either from a legal standpoint or from a practical business 
point. Ziegfeld in his lifetime was engaged in a profession involving 


personal skill and qualifications which was highly specialized, and 
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as a general proposition good-will will not attach in such an instance. 
Ziegfeld had no merchandise. He had no stock. It is true that 
he did have a following in the theatrical world. 

The situation would be different were Ziegfeld engaged in mer- 
chandising when his name could be sold in connection with the 
business which he conducted during his lifetime. 

In the case of a commercial trade or business the element otf 
good-will has its place. There the business is more or less imper- 
sonal, but not here, where the business was solely dependent upon 
the personal qualifications and characteristics and peculiar ability 
of Ziegfeld. (See Matter of Case, 122 App. Div. 343; Read v. 
Mackay, 47 Misc. 435; Matter of Caldwell, 107 id. 316; affd., 195 
App. Div. 890. See, also, Matter of Leserman, 145 Misc. 387.) 

We believe it well settled that the good-will or the name of a 
business that is strictly personal in its nature and one which requires 
personal skill, such as the business of a doctor, dentist, attorney 
or playwright, cannot be conveyed after one’s death by his repre- 
sentative. 

As plaintiff points out in his brief, the name “Ziegfeld” stood 
for something unique. It stood for a type of entertainment entirely 
personal. (See Messer v. The Fadettes, 168 Mass. 140; 46 N. E. 
107. See, also, Bailley v. Betti, 241 N. Y. 22; Blakely v. Sousa, 
197 Penn. St. 305; 47 A. 286.) 

It is undisputed that Ziegfeld left no business. He died in 1932, 
and the last production of Ziegfeld was in 1931. It is now four 
years since he died, and no sale of any business has taken place. 
Not having left a business, it would seem that the name “Ziegfeld” 
could not be sold, and the law does not recognize the sale of a name 
or good-will separate and apart from a business. 

As Judge Lacombe said in Washburn v. National Wall-Paper 
Co. (81 Fed. 17): “It is contended that, although ‘good-will’ is 
property in the sense that it is a subject of bargain and sale, it is 
nevertheless but a so-called ‘parasitical species of property, which 
cannot exist apart from the substantial property of which it is an 
attribute’; that it is not a thing of value by itself.” 
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The defendants contend that they spent in excess of $2,000,000 
in producing “The Great Ziegfeld,’ and have, in addition, expended 
or incurred for advertising upwards of $600,000. To grant the 
injunctive relief now sought by the plaintiff would probably be 
the loss of most of this investment. The plaintiff's answer to this 
is that if an injunction is granted the defendants will immediately 
come to terms. In other words, they will buy their release from the 
burden of the injunction. I cannot give ear to any such reason as 
this for issuing the injunction. 

In an application for injunctive relief the court must first be 
satisfied that a good cause of action is made out, failing in which, 
the court need go no further, and the plaintiff's motion must be 
denied. 

The purpose of a preliminary injunction is only to preserve the 
status quo. It is a drastic relief, and the granting or withholding 
thereof is a matter of discretion. 

To grant the injunction here would bear heavily upon the de- 
fendants, and I cannot see any corresponding benefit to the plain- 
tiff, unless, as he says, he will thereby force a settlement. 

The cause of action here is tenuous to say the least. The plain- 
tiff seeks to protect a merely technical and very unsubstantial right. 

For the reason that no good-will attaches to the name “Zieg- 
feld,” if for no other, the motion for the temporary injunction must 
be denied. 


Home INsuLtatTion Co., et av. v. Home & BuiLpine INsuLATION 
CoMPANY 


Supreme Court of Oklahoma 


November 5, 1935 


Unrair Competirion—“Home Insuxtation Co. v. Home « Buriprne INsvuta- 
TION” —UsgeE or Srm1iar CorPoraTe NAMES. 

The adoption and use by defendants of the corporate name “Home & 
Building Insulation Company,” several years after the plaintiff was 
incorporated as Home Insulation Company, both companies being en- 
gaged in the sale of insulation materials for buildings, held unfair com- 
petition, and the decision of the lower court dismissing the appeal was 

reversed. 
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Chas. L. Yancy, G. C. Spillers, Donald L. Brown, and E. M. 
Calkin, all of Tulsa, Okla., for plaintiffs in error. 
F. V. Westhafer, of Tulsa, Okla., for defendant in error. 


Pue tps, J.: Injunction action by Home & Building Insulation 
Company against Home Insulation Company. Cross-petition by 
latter and others, interveners, against plaintiff. Defendant and 
interveners appeal from judgment for plaintiff. Reversed and 
remanded with directions. 

For several years Johns-Manville Corporation and Johns-Man- 
ville Sales Corporation, New York and Delaware corporations, 
engaged in manufacturing, advertising, and selling insulation mate- 
rials for homes and other buildings under the trade-name Home 
Insulation Company, which trade-name they used in the various 
states of the Union and in connection with their national advertising 
program, in which they spent some $200,000 in newspaper, maga- 
zine and radio advertising. 

It appears that in promoting their business they made contracts 
or granted franchises to dealers in the various trade territories 
covered by them, generally requiring the dealers to incorporate 
under the name of Home Insulation Company, under the laws of 
the state in which it operated, and gave this dealer the exclusive 
sale of its products. 

The contract or franchise covering the trade territory of Okla- 
homa and Kansas was held by a Kansas corporation known as Home 
Insulation Company. This cerporation made a contract with E. A. 
Shaw and B. E. Sanders as co-partners, of Tulsa, Okla., to adver- 
tise and sell the products of Johns-Manville Company in the Tulsa 
territory. The said Home Insulation Company (the Kansas cor- 
poration) furnishing the finances to operate said business in the 
Tulsa territory. Shaw and Sanders, though partners, operated 
under the name of Home Insulation Company, and it appears that 
they entered upon said enterprise with energy and advertised and 
sold these products in that territory as the Home Insulation Com- 
pany. Their contract with the Kansas corporation having expired, 


they sought to renew the same, but being unable to do so, they 
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organized a corporation and procured a charter under the name of 
Home & Building Insulation Company. The incorporators were 
E. A. Shaw, B. E. Sanders, and Wm. F. Muir, the latter being an 
employee and salesman of Shaw and Sanders while they operated 
as Home Insulation Company. 

The new corporation immediately entered upon a campaign of 
advertising and selling a similar product manufactured by the Eagle 
Picher Company, a competitor of the Johns-Manville Company. 
Immediately thereafter Muir withdrew from the Home & Building 
Insulation Company and entered into a contract with and was 
granted a franchise by the Johns-Manville interests to advertise 
and sell its products in the Tulsa trade territory, using the name 
Home Insulation Company, the same as that formerly used by 
Shaw and Sanders, co-partners while they sold the same materials. 
These two corporations, it appears, became competitors and the 
evidence shows that the Home & Building Insulation Company 
expended about $1,700 in advertising and the Home Insulation 
Company spent about $2,000 for the same purpose. 


After much confusion in the business of the two corporations 





because of the similarity of their names, the Home & Building 
Insulation Company, defendant in error here, filed its action in the 
district court of Tulsa County against Home Insulation Company, 
and the individuals constituting the corporation, claiming that it 
had the right to transact its business under its corporate name to 
the exclusion of defendant and prayed for an injunction preventing 
defendant from using its corporate name in that trade territory. 
Johns-Manville Corporation and Johns-Manville Sales Corpora- 
tion intervened and alleged that for years Home Insulation Com- 
pany was the trade-name under which it had conducted its business 
and extensively advertised and sold its products, and prayed that 
Home & Building Insulation Company be prohibited from using 
that name because of its similarity to that adopted and used for 
many years by interveners. In its cross-petition defendant joined 


in this prayer. Judgment was for plaintiff granting its prayer for 





injunction and denying the prayer of defendant and interveners 
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for injunction against plaintiff, and defendant and interveners 
appeal. 

The parties will be referred to herein as they appeared in the 
trial court. 

Defendant and interveners present their contention under a 
single proposition of law, as follows: 


A corporation may not adopt as its corporate name the trade name of a 
competitor operating and advertising in the same trade territory, which 
trade name had been used prior to the date of the incorporation. 


This court has not often been called upon to consider the ques- 
tion here presented. However, a very similar state of facts was 
considered by us in Red Seal Refining Co. v. Red Seal Refining 
Corp., 115 Okla. 63, 241 P. 762. In that case the Red Seal Refin- 
ing Corporation was a foreign corporation which ultimately became 
domesticated in Oklahoma. A short time prior thereto, however, 
the Red Seal Refining Company was organized and procured a 
charter to transact business in Oklahoma. The Red Seal Refining 
Corporation filed its injunction action in the district court of Okla- 
homa County, and from a judgment in its favor, the Red Seal 
Refining Company appealed to this court and the judgment of the 
trial court was affirmed. In the body of the opinion in that case 
we find the following language: 


It may be stated at the outset that the authorities generally hold that a 
foreign corporation may maintain an action in a court of equity to restrain a 
domestic corporation from infringing its corporate name. Atlas Assurance 
Co. v. Atlas Insurance Co. (Iowa), 112 N. W. 232; United States L. & H. 
Co. of Maine v. United States L. & H. Co. of New York, 181 F. 182. In the 
case of Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 F. 94, it is said in the 
opinion: “First, as to the imitation of the complainant’s name. The fact that 
both are corporate names is of no consequence in this connection. They are 
the business names by which the parties are known, and are to be dealt with 
precisely as if they were the names of private firms or partnerships. The 
defendant’s name was of his own choosing, and, if an unlawful imitation of 
the complainant’s, is subject to the same rule of law as if it were the name of 
an unincorporated firm or company. It is not identical with the complain- 
ant’s name. ‘That would be too gross an invasion of the complainant’s 
right. Similarity, not identity, is the usual recourse when one party seeks 
to benefit himself by the good name of another. What similarity is sufficient 
to effect the object has to be determined in each case by its own circum- 
stances. We may say, generally, that a similarity which would be likely to 
deceive or mislead an ordinary unsuspecting customer is obnoxious to the 
law.” 
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It is contended that the evidence shows that the doing of such business, 
by which the plaintiff claims a priority of use under its trade-name of “Red 
Seal Refining Corporation,” was in violation of the law of the State of Okla- 
homa, and that at the time the plaintiff obtained the right to lawfully do 
business in this state, the defendant was already using the name at its filling 
station in connection with its business, and hence defendant’s lawful use of 
the name was first in time, and that plaintiff is an interloper and not entitled 
to any relief. Two decisions of this court: Myatt v. Ponca City Land & 
Improvement Co., 14 Okla. 189, 78 P. 185, and Lafferty v. Evans, 17 Okla. 
247, 87 P. 304, are cited in support of defendants’ proposition. In the Myatt 
case, supra, the charter was issued by the State of Kansas for the sole pur- 
pose of buying and selling real estate in Oklahoma Territory. The charter 
granted no right within the State of Kansas. In the opinion it is said: “Cor- 
porations are created for some purpose other than the mere exercise of 
creative power, and consequently when a corporation is attempted to be 
created without giving to it any power to act in the state of its creation, it 
can exercise none in any foreign country.” ‘The case relied on has, we think, 
no application to the instant case. In the present case the plaintiff corpora- 
tion was created by a charter issued by the State of Delaware. An examina- 
tion of plaintiff's charter incorporated in the record clearly shows it was 
authorized to do business within the State of Delaware to the same extent 
and for the same purpose for which it seeks a license within the State of 
Oklahoma. In other words, the plaintiff corporation was possessed of the 
right, power, and privilege in the state of its domicile which was granted it 
in the State of Oklahoma. 

The validity of this same Kansas charter involved in the Myatt case, 
supra, was again considered in the case of Lafferty v. Evans, supra, cited by 
defendants. The court followed the same rules announced in the Myatt 
case above referred to. 

Defendants also cite Land Grant Ry. Co. v. Board of County Commis- 
sioners, 6 Kan. 245. The Kansas court held as follows: “From the only 
territory in the whole world, over which the State of Pennsylvania has 
any jurisdiction or control, and in which it could authorize a corporation 
to have an office, or to do business, it excludes this corporation; that the 
attempt on the part of the State of Pennsylvania to authorize this cor- 
poration to have an office, or to do business anywhere else except in the 
State of Pennsylvania, is ultra vires, illegal, and void.” 


We quote at length from the opinion of this court in that case 
for the reason that it is indicated in plaintiff's brief in the instant 
case that it relies, at least to a certain extent, upon the fact that 
the interveners were not incorporated in Oklahoma and not licensed 
to transact business as a corporation in this state and therefore not 
entitled to maintain an action to protect its trade-name from in- 
fringement, and our numerous citations above, at least to a certain 
extent, refute this contention. Also in the same opinion the follow- 


ing language is used: 






~ 
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The defendants were free to take any unappropriated name they might 
choose, but they elected to take plaintiff’s name, or one so similar to it as 
to mislead and deceive those having business relations with the plaintiff, 
ted Seal Refining Corporation. 


This question was again considered by this court in Flora v. 
Flora Shirt Co., 141 Okla. 58, 283 P. 1018 [20 T.-M. Rep. 435}. 
In that case the Flora Shirt Company filed its injunction action in 
the district court of Oklahoma County when defendant attempted 
to use the name Flora, Carl, Shirt Company. From a judgment 
in favor of plaintiff, defendant appealed, and in disposing of the 
appeal we used this language: 


‘ . It is the contention of the plaintiff that while Carl Flora has an 
absolute right to use his own name or to transact business under an 
artificial name, with the limitation that he may not resort to unfair com- 
petition, under the facts in this case, it shows that he intended to transact 
business and to form the corporation for the purpose of deceiving the 
public, and to simulate the name of Flora Shirt Company, and to thereby 
profit from the good name which that company bears in the State of 
Oklahoma and surrounding territory; and further, that the use of the name 
as shown by the petition was intended by Carl Flora to injure plaintiff's 
business. 

It is well settled in this state, as well as many others, that any one, 
in the absence of self-imposed restriction, has an absolute right to use his 
own name honestly and reasonably in his own business, even though the 
use of the name may cause an injury to another person in the same business 
having the same name. But he cannot use his name in such a way that 
it plainly appears that he has resorted to some contrivance or artifice 
which is intended to produce an impression upon the public that his estab- 
lishment, business or firm, or the goods which he is selling, are the same 
as those of another, and thus produce injury beyond that which results 
from similarity of the names. Hofstra v. Hofstra, 123 Okla. 3, 251 P. 745 
[17 T.-M. Rep. 96]; Howe Scale Co. v. Wyckoff, Seamans §& Benedict, 
198 U. S. 118, 49 L. Ed. 972; International Silver Co. v. Rogers (N. J.) 
67 Atl. 105. This rule is recognized by practically every court in the land. 
The fact that confusion results in the use of a name is not sufficient to 
warrant an injunction, nor is it sufficient that damage results. But it is 
the manner of the use, and not the use itself that is obnoxious to the law. 

There seems to be no difference in the use of a name, and its use in 
connection with a company or corporation. It is dishonesty in its use 
that is condemned, and not the use itself. Howe Scale Co. v. Wyckoff, 
et al., supra. In the instant case, an attempt is made to use the word 
“company,” when no other person is connected with the business other than 
the defendant. This, we think, is some evidence of an intention to deceive, 
when used under the conditions shown by the record. Wood, et al. v. 
Wood (Ore.) 151 P. 969, supports this contention. 

In that case the use of the words “realty company” in connection with 
one’s name, was held subject to injunction as constituting unfair competi- 
tion; also Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554. 
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Whether courts will enjoin the manner in which one’s name is used, has 
been before the courts of the United States and practically all the states 
many times. Numerous cases are referred to in the briefs of the parties. 
Extended discussion of the question with many citations will be found in 
Seligman v. Fenton (Pa.) 47 A. L. R. 1188-1229, and elsewhere. 

The true test, we think, that finds support almost unanimously, is 
whether or not the use of the name is made honestly and in good faith, 
and without any intention of deriving any benefit from the reputation or 
standard of another having the same name and engaged in the same busi- 
ness, other than the similarity of names. As was said in the case of 
J. 1. Case Plow Works v. J. I. Case Threshing Mch. Co. (Wis.) 155 N. W. 
128 [6 T.-M. Rep. 113]: “The legal principles which are controlling are 
simply the principles of old-fashioned honesty. One may not reap where 
another has sown, nor gather where another has strewn.” 

In the instant case the names are not identical, but the similarity of 
the two names is readily apparent. The rule seems not to be different 
where the names are similar than where they are exactly alike. Generally 
speaking, it is the similarity which is likely to deceive or mislead an 
ordinary unsuspecting customer that will be restrained by injunction, where 
the other conditions are present. 


In the instant case, while Mr. Sanders was testifying in behalf 
of plaintiff concerning the facts surrounding his organizing the 
corporation and the purposes sought to be attained, he testified as 


follows: 


Q. You thought it would be advantageous to use a similar name, did 
you not? A. We thought it would be advisable at one time to use the same 
name. 


Q. You thought that you would get more business by doing that, isn’t 
that right? A. Yes, sir. 

It will be observed in the Red Seal Refining Company case, 
supra, that the only change made in the name of the corporation 
was from Red Seal Refining Corporation to Red Seal Refining 
Company, and in the Flora case, supra, the change was from Flora 


Shirt Company to Flora, Carl, Shirt Company, and in the instant 


case the change is from Home Insulation Company to Home & 
Building Insulation Company. The further quotation from the 


Flora case, supra, is pertinent here: 


Here, Carl M. Flora was the son of the organizer of the original plain- 
tiff company. He knew of the reputation that plaintiff company had 
always maintained throughout its trade territory; he attempted to go into 
business individually without the assistance of any other person, and while 
he had a perfect right to use his own name in that business, the fact that 
he added to the name the word “company,” we think, at least tends to show 
that he intended to derive some benefit from the reputation which that com- 
pany had obtained, and from the business which it had been transacting. 
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Had there been no other company doing business, no one would doubt the 
right of Carl M. Flora to do business under the name of the Carl Flora 
Shirt Company, or to have his name listed in the telephone book, as he 
was attempting to do under the facts in this case, nor could his right to 
organize a company be disputed. We think the case at bar comes under 
the general rule laid down in many of the cases, holding that it is not the 
use of the name, but the manner in which it is used. So, in this case, from 
the manner in which Carl Flora was attempting to use his name by connect- 
ing it with words identical with the words used in the original company, 
by so listing it in the telephone book, and by attempting to organize a 
company, there arises a reasonable presumption that he intended to benefit 
by the reputation which the original company had. If no such intention 
existed, we think it a reasonable conclusion that under the record confusion 
would result, and that customers would be misled by mistaking his name 
for the name of the original company. 

We fully agree with the statement in many of the cases that no hard 
and fast rule can be laid down which will govern each case, but each one 
must be decided largely, if not entirely, upon the facts and circumstances 
surrounding each individual case. 


The conclusion reached by this court in the two cases above 
cited and quoted from finds support in the following authorities: 
Charles Broadway Rouse, Inc. v. Winchester Company, 290 F. 463 
[14 T.-M. Rep. 150]; Sweet Sirteen Co. v. Sweet “16” Shop, Inc., 
et al., 15 F. (2d) 920 [17 T.-M. Rep. 71]; Minas Company v. 
Edward C. Minas Co. (Ind.) 165 N. E. 84; Liberty Life Assurance 
Society v. Herald’s Liberty of Delaware, Inc., et al. (Del.) 138 
Atl. 6384 [18 T.-M. Rep. 156]. Particularly applicable in the 
instant case is the case of M. M. Newcomer Co. v. Newcomer's 
New Store, et al., 142 Tenn. 108, 217 S. W. 822 [10 T.-M. Rep. 
235]. It appears that for a number of years plaintiff was engaged 
in and doing a large business and was known extensively in its 
trade territory. M.M. Newcomer, one of the stockholders, sold his 
interest in the business and incorporated under the name of New- 
comer’s New Store, and in granting an injunction at the suit of 


plaintiff the court used the following language: 


The rule is general that a corporation may not adopt as its corporate 
name a name similar to the trade-name of person or concern previously 
engaged in a similar business, where its use of that name will have the 
effect of deceiving or misleading the public. . . . It would seem that the 
rule is well established that a corporation must not by any artifice deceive 
the public so that its goods may be sold for those of a person or corpora- 
tion having a similar name. 
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Also particularly applicable to the facts in the instant case is 
the language of the Supreme Court of Minnesota in Yellow Cab 
Co. v. Cook’s Taxicab & Transfer Co., 171 N. W. 269 [9 T.-M. 
Rep. 198], when this language was used: 

A person may adopt a trade-name, consisting of a combination of 
words, none of which are capable of exclusive appropriation. Descriptive 
words may, by long use, become identified with the business of a particular 
trader, and it is then unfair competition for a subsequent trader to use 
the same words in connection with a similar business in such manner as 
to deceive. The fact that the words used are part of a corporate name is 
not important. The essence of the wrong is deceit, and consists in the 


representation by the offender that his goods or his business are the goods 
or business of another. 


This question was before the Supreme Court of Florida in 
Children’s Bootery, et al. v. Sutker (Fla.) 107 So. 845 [16 T.-M. 
Rep. 211]. It appears that the business was conducted under the 
style of Children’s Bootery. It became bankrupt and its assets, 
including good-will, trade-name, etc., were sold and the purchaser 
continued business under that name, and when the defendant sub- 
sequently incorporated under the name of Children’s Bootery, he 
was enjoined from using this name when the court said: 

The selection of a corporate name is largely controlled by those who 
seek that form of business organization. It is chosen with a view to the 
business in which the corporation is presently to engage. In assuming its 
name, a corporation acts at its peril. Its organizers are charged with the 
duty of selecting a name which will not result in material deception. . 

A corporate name, although derived through authority of the state, cannot 
be used in a manner which will result in fraud or deception. . . . The 


grant of a corporate charter by the state can confer no power to perpe- 
trate wrong. 


In the light of the foregoing authorities and the testimony of 
Mr. Sanders himself, one of the incorporators and principal stock- 
holders of plaintiff in the instant case, we can reach no other con- 
clusion than that Sanders and Shaw incorporated under the name of 
Flome & Building Insulation Company with the object uppermost 
in their minds to profit by the business established and the good-will 
created by the extensive advertising of interveners, and a careful 
review of the record in this case leads us to the conclusion that the 
judgment of the trial court was against the clear weight of the 


evidence. Said judgment is therefore reversed and the cause re- 
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manded, with directions to the trial court to grant its permanent ( 
injunction against plaintiff as prayed for in the petition of inter : 
veners and the cross-petition of defendant. i 
ss m | 

McNEILL, C. J., and Bay.ess, Bussy, and Gisson, J. J., concur. 
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Tue Skram Company v. THE Bayer CoMPANY 


United States Court of Customs and Patent Appeals j 
On Petition for Rehearing i 

Opposition No. 13,002 ; 

4 


June 17, 1936 








‘TrapE-Marxks — Opposirion — REHEARING — 

OPINION. 

On a petition for rehearing in a trade-mark opposition proceeding, 
in which the use by the court of the words “casual observer” in a cer- 
tain context was objected to by appellant, these words, together with 
the portion of the original opinion to which objection was made, were 
withdrawn by the court on the ground that the said portion might be 
interpreted as in conflict with prior decisions involving a question of 
law; but the petition was denied. 





WITHDRAWAL OF PorTION 01 


On petition for rehearing in a trade-mark opposition proceeding. 
Denied. For the original decision, see 26 T.-M. Rep. 290. 


Clarence A. O’Brien, Charles E. A. Smith, Thomas E. Turpin, 
and George C. Baldt, all of Washington, D. C., for appellant. 
Thomas L. Mead, Jr., of Washington, D. C., and Edward S. 
Rogers, and James F. Hogue, both of New York City, for 
appellee. 
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Garrett, J.: Following our decision in the above styled case 
rendered April 6, 1936, 23 C. C. P. A. (Patents) —, 82 F. (2d) 
615 [26 T.-M. Rep. 290], and within the time fixed by our rules, 
a petition for rehearing was filed on behalf of appellee. Appellant 
has filed opposition thereto. 

The petition first states, in substance, that the only issue of the 


case is whether the marks are confusingly similar and alleges that 
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our decision reversing the decision of the Commissioner of Patents 
denying the registration sought by appellant, whether so intended 
or not, will inevitably be construed to overrule or disapprove a long 
line of decisions by this and other courts. 

Two points are then set forth, the first of which comprises a 
list of marks which this and other courts have held to be decep- 
tively similar, it being claimed that, in most instances, the resem- 
blance between such competing marks is less than the resemblance 
between the “Bayer” and “Skram’” marks (the respective arrange- 
ments of which are described in our original opinion) here involved. 

The second point challenges the soundness of our comments with 
respect to the “casual observer,” and, as we understand it, it is this 
part of the opinion which appellant particularly alleges will in- 
evitably be construed to overrule a long line of decisions of this and 


other courts. As will be seen from the former opinion, we said: 


It is true that there is a physical resemblance between the marks when 
visualized with the eye only, and, as said in the decision of the Commis- 
sioner, they might impress the “casual observer as being the same.” (Italics 
ours.) One of the witnesses for opposer, who was its general sales mana- 
ger, in answer to an inquiry as to why he believed the registration of 
appellant’s mark would be injurious to opposer, said: 

“For the reason that the words, crossed as they are in a circle, might 
indicate to the casual observer that this product was the product of the 
Bayer Company.” 

We do not find in the statute any reference to “the casual observer.” 
The statute refers to confusion or mistake “in the mind of the public” 
and to the deception of “purchasers.” 

It is probable that an observer looking casually at packages bearing 
the respective marks, located side by side upon the shelf of a dealer in 
such merchandise, and noting only the cruciform arrangement of the words 
in a circle, without observing the difference in the words themselves, would 
be impressed with a resemblance in the appearance of the marks, but it 
is well nigh inconceivable that any purchaser, or any member of the public, 
able to read, who gave even ordinary attention to the marks would be led 
to the belief that the goods are of common origin. 


The petition for rehearing says: 


The testimony in this case quoted by the court is to the effect that the 
marks in issue might be confused by the casual observer. In holding that 
no confusion was likely, the court remarked that the statute does not refer 
to “the casual observer.” The statute does not need to be so specific. 
It contemplates confusion or mistake in the mind of the public, which 
includes the casual observer as well as the careful purchaser. 
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It is then urged that, in limiting the likelihood of confusion by 
the test of “any purchaser, or any member of the public, able to 
read, who gave even ordinary attention,” the court took too narrow 
a view; that the law of trade-marks is but a part of the broader 
law of unfair competition, and that “The trade-mark statute was 
not intended to be less liberal than the common law, certainly not 
to abrogate it.”” Numerous authorities are cited in support of this 
point, which point we construe the petition to allege was, in the 
language of our rule VII, “overlooked or misapprehended by the 
court.” 

The court recognizes the fact that that part of our opinion above 
quoted, taken as a whole, is subject to an interpretation or construc- 
tion which might place it in conflict with many prior decisions upon 
the question of law involved. While it is true that the statute itself, 
as is stated in the former opinion, “makes no reference to the casual 
observer,” it is also true that in many decisions of this and other 
courts confusion, or probability of confusion, of the casual observer 
has been recognized as an important element to be considered in 
construing and applying the statute. In view of this, and in order 
that there may be no misunderstanding of the court’s decision, it 
is deemed proper that the portion of our opinion above quoted be, 
and the same is, withdrawn.’ Nothing therein stated shall be re- 
garded as constituting a reason for the conclusion reached, nor will 
it be taken as a precedent in the consideration of future cases. 

To the conclusion itself, however, we adhere upon the ground 
that the marks of the respective parties are not confusingly similar. 
Upon this issue the Examiner of Interferences said: 

In applicant’s as well as in opposer’s marks there is but a single 
spoken symbol available to purchasers for use in distinguishing the prod- 
ucts of the parties from each other or from those of other traders. This, 


obviously, is “Skram,” in the case of applicant’s mark, and “Bayer” in the 
case of opposer’s marks. These features are deemed to be the dominating 


1 The opinion having been published in a number of publications prior 
to the time when consideration could be given to the petition for rehearing. 
it was not found practicable physically to delete the subject matter. See 
82 F. (2d) 615, 29 U. S. P. Q. 142 [26 T.-M. Rep. 290]. Hence this opinion 
in the nature of a supplemental statement. 
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features of the marks and, in the opinion of the Examiner, neither look 
alike, sound alike nor have the same significance. 

The goods, although they may possess the same descriptive properties, 
are nevertheless specifically different. The differences in the marks and 
these properties are cumulative. It is believed that confusion would not 
be likely to result from the concurrent use of these marks. 

We concur in the foregoing, and, since the petition for rehearing 
presents nothing relative to confusing similarity which was over- 
looked or misapprehended during our consideration of the case that 
affects our conclusion, there is no occasion for a rehearing, and the 


petition therefor is denied. 
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Conflicting Marks 


Frazer, A. C.: Held that applicant was not entitled to register 
the word “Strongheart’”’ as a trade-mark for dog and cat food on 
the ground of the registration by the opposer of the words “Mor- 
rell’s Red Heart” as a trade-mark for similar goods. 

After pointing out that the feature common to both marks was 
the word “Heart” and that the addition of the word “Morrell’s” 
in the mark of the opposer had but little effect upon the distinction 
or lack of distinction between the marks, the Assistant Commis- 
sioner held that confusion would be likely to result from the simul- 
taneous use of the two marks on identical goods.’ 

Frazer, A. C.: Held that applicant is not entitled to register 
the word “Rama-Fleece” and device of ram’s head as a trade-mark 
for men’s topcoats, overcoats, and suits, on the ground of the 
registration by opposer of six trade-marks, in all of which appears 
either the pictorial representation of a ram’s head, or the notation 
‘““Ram’s Head,” the marks being all used on woolen clothes or 
woolen piece goods. 

As the applicant’s contention that “the ram symbol has been 
used from time immemorial as the common symbol of the woolen 


1 John Morrell & Co. v. B. W. Doyle, Opp’n No. 12,608, February 19, 
1936. 
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trade,’ and that opposer, therefore, could claim no exclusive owner 
ship in that feature of its mark, the Assistant Commissioner said 
that the mere fact that other conflicting registrations may exist was 
no ground for granting the present application. Citing Pepsodent 
Co. v. Comfort Manufacture Co., in which the word ‘“Perladent”’ 
was held to be confusingly similar to “Pepsodent.” 

To applicant’s argument that the Examiner erred in holding 
goods to be of same descriptive properties, because there is no 
evidence that opposer’s woolen piece goods are used in the manu 
facture of suits or overcoats, the Assistant Commissioner stated 
it to be the well-known fact that woolen piece goods are extensively 
employed in the making of men’s clothing, and when so used they 
are unquestionably of the same descriptive properties as the finished 
article. (56 App. D. C. 165.) Citing Kushner & Gillman v. May- 
flower Worsted Co. (16 T.-M. Rep. 228) and In re Keller, Heumann 
& Thompson Co. (C. C. P. A. 24 T.-M. Rep. 478).? 


Frazer, A. C.: The Midy Laboratories, Inc., petitions the 
Commissioner, in the exercise of his supervisory authority, to re- 
view and reverse an order of the Examiner of Trade-Mark Inter- 
ferences in the above-entitled proceeding. ‘The order complained 
of permits the party Marcel Midy & Fils to take testimony in sup- 
port of its petition for cancellation even though the present peti- 
tioner has waived its right to file an answer and has requested 
“that the case be set down for final hearing on the legal sufficiency 
of the petition.” 

It is urged that the facts well pleaded in the petition for cancel- 
lation stand confessed, and that the taking of testimony to prove 
them is therefore unnecessary. It is further pointed out that mat- 
ters not pleaded can have no bearing on the case and that proof 
with respect to such matters should not be permitted. The situa- 
tion is not, however, quite that simple. In denying a motion to 


dismiss, the Examiner indicated his belief that the petition for 


2 American Woolen Co. v. H. Freeman & Son, Inc., Opp’n No. 14,420, 
June 19, 1936. 
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cancellation was indefinite in certain respects, and he later granted 
a motion for further particulars. 

When this proceeding was instituted the parties were advised 
that “the practice of the United States equity courts will be fol- 
lowed in pleading and procedure. As stated by the Supreme Court 
in the case of Ohio Central Railroad Co. v. Central Trust Co., 138 
U. S. 88, the rule applicable to a bill in equity is that: 

If the allegations are distinct and positive, they may be taken as true 
without proof; but if they are indefinite, or the demand of the complainant 
is in its nature uncertain, the requisite certainly must be afforded by 
proof. 

The Examiner seems to have done no more than apply this rule 
in the present case, and I can find no error in his action. The peti- 
tion is accordingly denied.* 


Frazer, A. C.: American Manufacturing Corporation, Inc., 
petitions for reconsideration of the decision rendered May 2, 1936, 
reversing that of the Examiner of Trade-Mark Interferences and 
adjudging that its registration, No. 306,824, of the trade-mark 
“Skinfit” for use on women’s underwear, issued under the Act of 
March 19, 1920, should be cancelled. The petition is unopposed 
by Vanity Fair Silk Mills. 

The petition for cancellation filed by the last named concern 
was based exclusively upon its alleged ownership of the trade-mark 
“Skintites” and its registration of that mark, under the Act of 
February 20, 1905, for use on identical merchandise. In a decision 
of this tribunal in Cancellation No. 2708, American Manufacturing 
Corporation, Inc. v. Vanity Fair Silk Mills, rendered concurrently 
with the one here under review, the registration of that mark was 
held invalid and ordered cancelled. 

In support of the present petition it is argued with much force 
that the holding with respect to the “Skintites” mark destroyed the 
force of its asserted ownership as a basis for the cancellation of 
the registration involved in this proceeding, and that the decision 


3 Marcel Midy & Fils v. Midy Laboratories, Inc., Canc. No. 2995, 30 
U. S. P. Q. 239, July 21, 1936. 
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herein goes beyond the authority conferred on the Commissioner 
by section 2 of the Act of 1920. 

Unless a trade-mark registered under this Act is deceptively 
similar to “a known trade-mark owned and used .. . . by another 
and appropriated to merchandise of the same descriptive proper 
ties’ the only grounds on which the registration may be cancelled 
are “that the registrant was not entitled to the exclusive use of the 
mark at or since the date of his application for registration thereof, 
or that the mark is not used by the registrants or has been aban 
doned.”” A careful review of the record convinces me that neither 
of these latter grounds has been established, nor would they be 
supported by the allegations contained in the petition for cancella 
tion in the absence of a holding that the petitioner for cancellation 
owned the mark upon which it relies. 

Having ruled that the petitioner for cancellation did not own 
its alleged mark and that the registration thereof was invalid, I am 
convinced that the decision under review was erroneous. There is 
no evidence that any one other than petitioner has ever used the 
notation “Skinfit’”” as a trade-mark or otherwise. Certainly the 
petitioner for cancellation has not done so, and as it did not own 
the similar mark on which it relied, it has not been injured by the 
registration of the mark here under consideration. 

The decision of this tribunal rendered May 2, 1986, is vacated 
and the decision of the Examiner of Trade-Mark Interferences dis- 
missing the petition for cancellation is affirmed, without prejudice, 
however, to the right of Vanity Fair Silk Mills to renew its petition 
for cancellation in the event it should, upon appeal, establish the 
validity of its registration of the trade-mark “Skintites.’” 


5 Vanity Fair Silk Mills v. American Manufacturing Corporation, Inc., 
Canc. No. 2660, 30 U. S. P. Q. 237, July 20, 1936. 
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